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PATENT 



REMARKS/ARGUMENTS 

Claims 1-13 were pending. In the present response^ Applicants have amended claims 1 
and 9, leaving claims 1-13 pending in the present application for the Examinees consideration. 
No new matter has been added. 

In summary of the Office Action of June 16, 2004, the Examiner has: 

I. Objected to the abstract of the disclosure because it exceeds the limit of 150 

words; 

II. Objected to the disclosure because information regarding related applications 
cited in page 3 has not been updated; 

III. Objected to the Information Disclosure Statement filed on April 8, 2004 for 
failing to comply with 37 CFR § 1.98(a)(2) for not submitting a copy of reference AE; 

IV. Rejected Claims 1-3 and 6-13 under 35 U.S.C. § 103(a) as being unpatentable 
over MacPhail (U.S.Patent No. 5,179,718); and 

V. Rejected Claims 4-5 under 35 U.S.C. § 103(a) as being unpatentable over 
MacPhail in view of IBM "Technical Disclosure Bulletin". 

Applicants respectfully traverse the Examiner's rejections. 
I. Objection to the Abstract 

Applicants have amended the abstract to comply with the word limit. The amendment is 
intended only to comply with the formal requirements of an application and is not intended to 
alter the scope of the claimed invention. Applicants respectfully request the withdrawal of this 
objection. 
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II. Objection to the Disclosure 

The Examiner has objected to the disclosure because information regarding related 
applications cited in page 3 has not been updated. Applicants believe that their amendment of 
November 7, 2002 updated this portion of the disclosure with information regarding related 
applications. Applicants respectfully request that the changes to the disclosure in the amendment 
of November 7, 2002 be entered, if the Examiner has not already done so, and respectfully 
request the withdrawal of this objection. 

III. Objection to the Information Disclosure Statement of April 8, 2004 

The Examiner has objected to the Information Disclosure Statement filed on April 8, 
2004 for failing to comply with 37 CFR § 1.98(a)(2) because the copy of reference AE was not 
legible. Included with the present response is another copy of reference AE and a copy of the 
postcard filed with the Information Disclosure Statement of April 8, 2004. Applicants 
respectfully request the Examiner's consideration of reference AE and the withdrawal of this 
objection. 

IV. Rejection of Claims 1-3 and 6-13 under 35 U.S.C. § 103(a) 

The Examiner has rejected claims 1-3 and 6-13 as unpatentable over MacPhail 

(U.S.Patent No. 5,179,718). Claim 1 recites in part: 

crypto graphically securing the staple data object in response to receipt of 
the staple instruction, thereby indicating the existence and integrity of the 
association of selected pages and selected documents together at one time. 
( Emphasis Added ) 

The Applicants respectfully submit that MacPhail does not disclose or suggest this 
element. 

One goal of the invention of claim 1 is to provide a way to prevent and detect tampering 
with associations of electronic documents. To this end, claim 1 calls for "crypto graphically 
securing the staple data object . . . , thereby indicating the existence and integrity of the 
association of selected pages and selected documents." One technique for cryptographically 
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securing a set of documents to protect its integrity is to compute "a cryptographic checksum . . . 
for the stack of documents and [to affix] the user's, or the system's, digital signature ... to the 
stack's cover sheet, (p.2, 27-28). If the set of documents is tampered with, either by changing 
the contents of a document or removing a document from the set, the value of the cryptographic 
checksum of the set of documents will be different than the checksum value previously affixed to 
the cover sheet with the digital signature. 

McPhail discloses "specifying] a security level to associate within the document that is 
being filed" (Col. 4, Lines 56-64). This security level prevents unauthorized users from 
accessing documents. (Col. 4, Lines 56-64). However, the security level disclosed by MacPhail 
does not protect the integrity of associated documents. Once a user has access to a document, 
there is nothing in MacPhail to detect the alteration of its contents. There is nothing in MacPhail 
that discloses or suggests that this security level can deter or detect document tampering by an 
otherwise authorized user, or even that document integrity is a concern. 

In the current office action, the Examiner concedes that "MacPhail does not explicitly 
specifically teach 'cryptographically securing the data object in response to receipt of the staple 
instruction."' The Examiner states that McPhail' s disclosure of a security level would make it 
obvious for one of ordinary skill in the art to cryptographically secure the data object in order to 
provide means for controlling access to the document during its life in the library. The 
Applicants respectfully submit that the issue of access is irrelevant to the claimed invention, 
because claim 1 specifically calls for using cryptography to protect the integrity of documents. 

Because there is nothing in MacPhail or otherwise known in the art that discloses or 
suggests "cryptographically securing the staple data object . . . , thereby indicating the existence 
and integrity of the association of selected pages and selected documents," as recited by claim 1, 
Applicants respectfully submit that claim 1 and its dependent claims are patentable over 
MacPhail. Claim 9 recites elements similar to claim 1 and Applicants therefore respectfully 
submit that claim 9 and its dependents are patentable over MacPhail for similar reasons. 
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V, Rejection of Claims 4-5 under 35 U.S.C. § 103fa) 

The Examiner has rejected claim 4 and 5 as unpatentable over MacPhail in view of "IBM 
Technical Disclosure Bulletin." As discussed, MacPhail does not disclose or suggest 
"cryptographically securing the staple data object . . . , thereby indicating the existence and 
integrity of the association of selected pages and selected documents," as recited by the parent of 
the rejected claims. Similarly, there is nothing in "IBM Technical Disclosure Bulletin" that 
discloses or suggests any need or means for protecting document integrity. Applicants therefore 
respectfully submit that claims 4 and 5 are patentable. 

CONCLUSION 

In view of the foregoing, Applicant believe all claims now pending in this Application 
are patentable and in condition for allowance and respectfully request an action to that end. 

The Applicant invite the Examiner to contact the undersigned if he believes a telephone 
conference would expedite the prosecution of this application. 



Respectfully submitted, 




Reg. No. 48,717 



TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 941 1 1-3834 

Tel: 415-576-0200 

Fax:415-576-0300 

Attachments 
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